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Bojan Pretnar, WIPO, for Delo

»Opponents of the directive are misled«

By Miha Ceglar

The Committee on Legal Affairs has recently supported the draft Directive on computer implemented inventions, which was in second reading. Members of the European Parliament will vote about this directive in the beginning of July. Ph. D. Bojan Pretnar, for the last few years an employee of the World Intellectual Property Organization in Geneva, yesterday visited Brussels and tried to convince Slovenian members of the European parliament to vote in favor of the directive. We talked with him about the benefits of this contestable directive. Pretnar is a full professor at the Faculty for Economics in Ljubljana and was the general manager of the Slovenian Intellectual Property Office for almost one decade. 

You have presented reasons for voting in favor of the directive on computer implemented inventions in the beginning of July to Slovenian parliamentarians today. Do you think that members of the European Parliament will follow the example of other Slovenian representatives, which have voted for the directive at every meeting of the Council of Ministers?

First let me emphasize that I do not represent the World Intellectual Property Organization in Brussels today. I came here to present the technical reasons in favor of the adoption of the directive. I do not know if Slovenian members of the European Parliament will support the directive.

An e-referendum, carried out by the Initiative software patents, is currently taking place in Slovenia. Companies and individuals can opt for or against changes to the text of the directive. For now, proponents of changes are in a strong lead. Do you think that this initiative could have an influence on the positions of Slovenian euro-parliamentarians?

I do not know that. I want to draw attention to a persisting confusion as regards software patents respectively patents for computer programs. I do not know how often I have to repeat this: the directive does not discuss software patents and the European Patent Convention contains an explicit provision – which remains intact – that software as such is not patentable. If the poll is asking about support for software patents, then it is clear that the answer will be negative. However, this question has completely missed the point since it does not refer to the directive. 

To be more precise: the Initiative summons the legislators to limit the patent system to the area of applied natural sciences. The object of the e-referendum is namely the inclusion of this statement into the directive. 

The directive brings exactly this! Due to controversial discussions people obviously have the wrong idea that the directive will expand patent protection also to computer programs.

What kind of a future will the present directive have in your opinion? Do you believe that the European Commission will be successful with its tactic of exhaustion and convince members of the European Parliament to finally support the directive?

I do not know what you have in mind with the tactic of exhaustion.

I mean that the Commission is persistently rejecting all amendments to the directive and is adopting only minor changes?

I have looked at more than 200 amendments on 126 pages and – exclusively from the point of view of profession and not politics – none of them is acceptable.

What will happen, if the directive is adopted in its present form? Will it suffice to harmonize the practice of national courtrooms across Europe?

In principle, it will be enough. We should not forget that the European Commission is monitoring the directive and will report about its effects after three years. Since the instructions contained in the directive will be transferred into the national legislation of EU member states, the directive will on the middle- or long-term contribute to harmonization.

As a proponent of the directive, how do you see the research, carried out by the Students’ Organization of the University in Ljubljana among members of the Association of Informatics? They have sent questionnaires to 1123 companies, members of the Association of Informatics and Telecommunications (ZIT) at the Chamber of Commerce and Industry of Slovenia, which officially supports the directive. Approximately one fifth (229) of all companies answered and as much as 79 percent of companies oppose the directive. Are these really merely companies, which – in your own words – are not development oriented. 

No. There is confusion among these companies since public debates have convinced many opponents of this directive that it will expand patent protection to software. I have to emphasize once again that this is not true.

As far as I know, you opposed the first draft of the directive …

The text from 2002, submitted by the European Commission run by Romano Prodi, was so badly written in terms of technical aspects that it would cause more damage than good. I would have rejected that draft as well. The same goes for the memorandum to that directive, which caused semantic confusion due to wrong terminology. One got the impression that the then draft was not written by experts in patent law. The current text of the directive, submitted by the European Commission of Jose Manuel Barroso, is not perfect, but good enough. The adoption of this directive would namely contribute to the harmonization of interpretations of patent protection in the area of computer implemented inventions.

The directive should define without any doubts as to what is patentable and what is not. The distinction between computer implemented inventions eligible for patents and software protected by copyright lies in the notion of the “technical aspect”. Some lawyers and experts are convinced that such formulation can cause even more confusion than legal safety. How do you answer such criticism?

These lawyers are not familiar with the legal order of appellate technical committees of the European Patent Organization. The notion of a technical character was adopted from their practice and this notion is not questioned among real experts.

In your opinion and in the opinion of other experts, the directive also lacks the definition of the inventive step and the demand for a complete disclosure of a code, which should prevent the granting of trivial patents? Could these two shortages be fatal?

No. The European Patent Convention contains both definitions and it would be wise if they were included into the present text of the directive. Otherwise, the notion of the inventive step in the directive deviates from the classic definition in EPC exactly due to the connection with technical effects, which separate software as such from computer implemented inventions that is something completely different. As regards complete disclosure: I do not claim that the code in such programs would have to be completely revealed. I believe that the basic principle of patent protection - irrespective of the technical area – is that every patented invention must be uncovered to the extent that an average expert in the area knows how to use it. It would be beneficial if this principle was written down, since the EPO is too strict in its position that software, which is part of a computer implemented invention, does not need to be revealed. Although I am a critic of the American patent system, I would advise that it is determined on a case to case basis how much software must be revealed when granting a patent. 

The European Patent Organization (EPO) grants many patents. Do you agree that among them are many trivial, bad patents? I am asking because the directive will supposedly confirm the present EPO practice.

The so far practice of the EPO is in principle satisfactory. If you are attentive, you will quickly notice that between 10 and 15 of the same examples of bad patents constantly appear in the public, which is a small number in comparison to the 30.000 granted patents in the area of computer implemented inventions. There is also no mentioning of the 100.000 rejected patent applications. The share of trivial patents is very small. Let me emphasize that the EPC contains many protective mechanisms. After the EPO announces a patent, anybody can oppose the granting of a patent within nine months. 

The adoption of the directive would benefit patent lawyers, who have – with regard to the fact that the public already has a bad opinion of lawyers – an especially bad reputation. Can we fear that a patent–attorney company, known in the USA, where legal disputes on the infringements of patent rights are more a rule than an exception, might also appear in Europe?

No. I emphasize that a comparison of the European patent system with the American one is a priori false. In the USA, there is no system of objection against the grating of a patent, known in Europe. The right of prior use does not exist in America. This right enables the use of the same patent also to a person, which independently developed the invention, but did not patent it. There are many other important differences between the European and American patent system, which are not debated. To answer your question: the number of patent disputes inside the EU will lower and not increase with the harmonization of the legal order.

In the end: are you lobbying for an association like EICTA? And the opposite: as an important member of the World Intellectual Property Organization has lobbied in your office?

Different associations and companies turn to me, but I always argue only for my own opinion. If my views match those of EICTA or anybody else, then this is something completely different. So far, I have never said something that would express the wishes of someone else and not my own opinion. 

